
(if United States R\tent and TkAPEMARK Office 



APPLICATION NO. 



09/778,988 



UNITED STATES DEPARTMENT OF COMMERCE 

United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington, D.C. 20231 

www.u3pt0.gov 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



02/07/2001 



Thomas V. Ressemann 



TER1002USD1 



6567 



7590 



08/14/2002 



Thomas E. Popovich, Esq. 
Popovich & Wiles, PA 
IDS Center, Suite 1902 
80 South 8th Street 
Minneapolis, MN 55402 



EXAMINER 



JACKSON, SUZETTE JAMIE 



ART UNIT 



PAPER NUMBER 



3738 

DATE MAILED: 08/14/2002 



Please find below and/or attached an Office communication concerning this appHcation or proceeding. 



PTO-90C (Rev, 07-01) 



Office Action Summary 



Application No. 

09/778.988 



Examiner 

Jackson J Suzette 



ss_ 

Appiicant(s) 

RESSEMANN ET AL 



Art Unit 

3738 



" The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 21 May 2002 . 
2a)l3 This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 1-4,8-10 and 22-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-4,8-10 and 22-24 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 1 21 . 

Attachment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No{s) . 6) □ Other: 
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DETAILED ACTION 

1. Applicant's Response dated 21 May 2002 has been received in application serial number 
09/778,988. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

3. The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

4. Claims 1-4, 8-10 and 22-24 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Quiachon et al. 6,322,587 which discloses the invention as claimed comprising: A prosthetic 
graft with a first graft conduit having first and second ends and first and second stents (1 70, 171, 
172, 175 and 176), the first stent adapted to secure the first end of the first graft conduit within 
the lumen of the common iliac, the second stent adapted to secure the second end of the first 
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graft conduit within the lumen of the external iliac artery; and a second graft conduit attached in 
fluid communication with the first graft conduit, the second graft conduit having a third stent 
stent adapted to secure it within the lumen f the internal iliac artery, the first and second graft 
conduits being sized and configured to be contained within and delivered by the single delivery 
catheter (170, 171, 175, 176, 176' see figure 17-21 col. 3 lines 38-67, col.4, lines 1-67. 

Response to Arguments 

5. Applicant's arguments filed 21 May 2002 have been ftilly considered but they are not 
persuasive. Applicant contends that the present invention is directed to a prosthetic graft for 
placement by a single delivery catheter at the bifurcation of a common iliac artery into external 
and internal arteries. Claims 1, 8, and 9 do not mention internal, or external iliac arteries. In the 
preamble of the claims applicant does recite first second and third vessels but it is noted that 
none of the terminology breathes life into the claims. Applicant's remarks are not commensurate 
with the scope of the because it has been held that the recitation that an element is "adapted to" 
perform a fiinction is not a positive limitation but only requires the ability to so perform. It does 
not constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 

Conclusion 

6. prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Martin 5,653,743 dislcoses a graft implanted into internal and external Iliac arteries. 
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7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

8. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 J 36(a) v^ill be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 




15 July 2002 




